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The fair use defense for using a third party's
trademark From physical reality to registration as
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Abstract

The use of third parties' trademark without their consent constitutes

one of the most important forms of trademark infringement prohibited by
the legislator in the laws of trademarks. The legislator's aim is to achieve
two primary objectives. The first is to protect the right of the mark's
owner to exploit the good will of the mark. The second objective is to
protect the consumer from misleading the source of products and
services. This protection is not limited to the forms on the imitation of the
trademark or the use of counterfeit brand, but extends to prevent others
from registering a domain name identical or confusingly similar to that
mark. Whoever, this prohibition does not prevent third parties from using
the trademark, or registering it as a domain name, with good faith for
descriptive purposes if the mark contains a term that has a dictionary
meaning that can be used for descriptive purpose. In practice, the use of
the mark by third parties to refer to products or services bearing the mark
has been justified in order to market such products or services in the

physical world, and on the Internet.

What are the circumstances that justify the use of the trademark, or its
registration as a domain name by third parties? What are the legal effects
of such use?

***Department Of Commercial Law- Faculty Of Law- Damascus University.
Department Of Commercial Law- Faculty Of Law- Damascus University
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(3)- Oki Data Americas, Inc. v. ASD, Inc-WIPO Case No. D2001-0903- (okidataparts.com)-
(November 6, 2001).
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National Association for Stock Car Auto Racing, Inc. v. Racing Connection / The Racin’,
Connection, Inc. WIPO Case No. D2007-1524- (nascartours.com)- (January 28, 2008).
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(1)- Stephanie M. Greene- Sorting Out "Fair Use" and Likelihood of Confusion™ in Trademark Law-
American Business Law Journal- Vol. 43, Issue. 1, 2006- pp. 43-77- p 44-46.
KP ) izead) 45,80 <ok (KP Permanent Make-Up, Inc. v. Lasting Impression I, Inc) &y i —?
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L) juae Jsa ellgiuall Jlaaty Ylial Ay Y Lol 48520 08 (e llaad) 138 alasind 3 (e L aae 1Y)
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KP Permanent Make-Up, Inc. v. Lasting Impression I, Inc.- 328 F.3d 1061, 1072 (9th Cir.2003).
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Zatarains, Inc. v. Oak Grove Smokehouse, Inc.- 698 F.2d 786, 791 (5th Cir. 1983).
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Cosmetically Sealed Indus., Inc. v. Chesebrough-Pond’s USA Co.- 125 F.3d 28, 31 (2d Cir. 1997).
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SUPREME COURT OF THE UNITED STATES- KP Permanent Make-Up, Inc. v. Lasting
Impression 1, Inc.- 543 U.S. 111 (2004).

2)

132



Al Aje dene i eeggalal) @l (e Ll Blall A8 el gy pial) A3 gdall

Uil and Janeass oo irgd) & Ll cellginnall Jibiiy JLsial s ge Jynay
YV Alall 4t alls Al sllaadll §f 8)lell dhoa gl dall Plaiu) o 355N
Gsiall G e olalll alga) i) a8 GAdlal) ol deaw lus e 2LV Ja
el e oaal Lgd i ol all Al b Las o oS Y de g i) daliadll
Juela ae Bl 5l Alia dgag g Ll o LY ey S 13 V) £ 1l e (3Ll
et (parked page) ddsie daiaa A8l Uil and Jlexinls (il
pay-) & J<I adall o 35 Ul o) alia o )l a5a3 Aadle] Ly
IS o oS Y el Audlie 2 SN wdlsal Adle) Ty 35 «(per-click
Al e ciagd)l G813 Aglaall e dball Ul sl e s cleg e Yioxial
L) daen Gl e mill e Jpmal) Jinsi

A giaall Alaall ¢ 3l laiall ) oyl a1 o lany) G Caald) 550
a3aal) diall §f gl el Ll dag yiie Aglan b Agiasll laall
2 Y g5l Lalinay Aadlall el aladind o jaid dleall oda Gl Ul
sdg) iasl) aladi ¥l e f S Jil il ¢ dag bl iadS Lealasi) )
olial i laeY) e badl Al il e oS ) Shlad) (e e dadlal)
sty gl <l Adlal

) (Jadl) £gpdiall aladia L adall Agilall 5 SEY qallaal)

i) dapds Joa A €Y1 saatal) LY b Gl u) Sla cdbial)

iy Jlaial ikt aie aiall 13e Alad gaag ¢ cans) gyl alasi Yl

(3)- See, e.g: Suncor Energy Inc. v. Whois Privacy Protection Service, Inc. / andre bechamp- WIPO
Case No. D2012-2123- (suncorcalgary.com) et al- (December 27, 2012), and Drexel University v.
David Brouda- WIPO Case No. D2001-0067- (drexel.org)- (March 20, 2001).
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2015).
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(1)- Carl Regelmann- Trademark Nominative Fair Use: The Relevance of the "New Kids on the
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